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" The MAILING DATE of this communication appears on the cover sheet with the correspondence address -• 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, mays reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 03 March 2004 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213, 

Disposition of Claims 

4) 13 Claim(s) 21-27 and 42-52 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) [3 Claim(s) 21-27 and 42-52 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (O- 

a)MA\\ b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. (3 Certified copies of the priority documents have been received in Application No. 09/434.490 . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 

Attachment(s) 

1) B Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) Q Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) [H Notice of Informal Patent Application (PTO-152) 

3) n Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) dl Other: 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to claims 21-27 and 42-52 have been considered but 
are moot in view of the new ground(s) of rejection given below. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such fiiU, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 21-27 and 42-52 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Regarding claims 21, 42-44 and 51-52, the claim recites: .the back or second surface 
of the wafer exposed to convective air in the burn-in apparatus.. ." The specification does not in a 
clear, concise and full description describe the above claim limitation. On page 23, lines 25-30, it 
describes a ventilating through holes in the hold pate to help circulate air to the expose wafer. 
However, it does not describe that the air is being exposed to the back surface of the wafer as 
claimed. 

For examination purposes, the examiner is not giving patentable weight to the limitation 
"the back surface of the wafer exposed to convective air" until further explanation is given of 
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this limitation in the claim. Since claims 22-27 depend off of claim 21 and claims 45-52 depend 
off of claim 44, they are also rejected. 

Regarding claims 24, 26, 47 and 49, the claim recites: "...disposing over the back or 
second surface of the wafer a holding plate having a through hole. . The specification does not 
in a clear, concise and full description describe the above claim limitation. On page 23, hnes 25- 
30, it describes a ventilating through holes in the hold pate to help circulate air to the expose 
wafer. However, it does not describe that the holding plate is being dispose over the back surface 
of the wafer as claimed. 

For examination purposes, the examiner is not giving patentable weight to the limitation 
"the back surface of the wafer" until further explanation is given of this limitation in the claim. 
Since claim 42 depends off of claim 24, claim 43 depends off of claim 26, claim 51 depends off 
of claim 47 and claim 52 depends off of claim 49, they are also rejected. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 21-27 and 44-50 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Wood etal (5663654). 

Regarding claim 21, Wood et al discloses [see Fig. 4] a method of manufacturing 
semiconductor devices comprising providing a semiconductor wafer (wafer 30) with a front 
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surface (top surface of wafer 30) inherently having a plurality of circuit elements (not shown in 
the Figure) formed thereon, where the semiconductor wafer (30) has a back surface (bottom of 
wafer 30) opposite to the front surface (top surface of wafer 30), forming on the front surface a 
plurality of electrodes (not shown but see col. 3, lines 57-60 or col. 6, lines 7-11) connected with 
the circuit elements, inserting the wafer (30) into a bum-in apparatus (represented as bum-in tst 
fixture) [see also col 6, lines 30-34], wherein the semiconductor wafer (30) is positioned in a 
positioning plate (wafer cavity plate 11') having a hole (wafer receiving cavity 17'), the hole 
(17) being formed in a shaped to an outer shape of the semiconductor wafer [see Fig. 4 for 
details], testing the plurality of circuit elements [not shown] for electrical functions in the bum-in 
apparatus (bum- in test fixture) through the plurality of electrodes (16) [see col. 1, lines 13-17 
and col. 3, lines 37-39] and dividing the wafer (30) into the plurality of semiconductor devices 
[see col.5, lines 43-44]. 

Regarding claims 22, Wood et al disclose dividing the wafer after testing [see col. 5, lines 

43-44]. 

Regarding claims 23 and 25, Wood et al disclose mounting the wafer (30) on a circuit 
board (main plate portion 21') with an elastic sheet or film (substrate 63) [see col. 5, lines 7-28 
and col. 6, lines 45-51 interposed there between [see Fig. 4] including electrically connecting 
wiring circuit (not number in the Figure but known as circuit traces) [see col. 6, lines 52-57] on 
the circuit board (2") to the electrodes on the wafer (30) through conductive elastic portions or 
bump electrodes in the elastic sheet or film (63) [see also col. 5, hnes 15-19]. 
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Regarding claims 24 and 26, Wood et al disclose disposing over the wafer (30) a holding 
plate (support plate 12') having a through hole (dowel receiving cavities 28') and pressing the 
wafer (30) on the circuit board (21') with the holding plate (12'). 

Regarding claim 27, Wood et al disclose inherently forming a plurality of solder balls as 
the electrodes (17) [see col. 3, lines 57-60]. 

Regarding claim 44, Wood et al disclose [see Fig. 4] a method of manufacturing 
semiconductor devices comprising preparing a semiconductor wafer (wafer 30) with a first 
surface (top surface of wafer 30) and a second surface (bottom surface of wafer 30), the second 
surface being opposite to the first surface, wherein the first surface has a plurality of circuit 
elements [not shown] formed thereon [see column 3, lines 57-60 and col. 6, lines 4-9], forming a 
plurality of electrodes on the first surface [see column 3, lines 57-60 and col 6, lines 4-9], the 
electrodes (16) being connected to the circuit elements [see column 6 lines 30-31], inserting the 
wafer (30) into a bum-in apparatus (represented as bum-in test fixture) [see col. 3, lines 37-39], 
wherein the semiconductor wafer (30) is positioned in a positioning plate (wafer cavity plate 11') 
having a hole (wafer receiving cavity 17'), the hole (17) being formed in a shaped to an outer 
shape of the semiconductor wafer [see Fig. 4 for details], testing the plurality of circuit elements 
[not shown] for electrical functions in the bum- in apparatus (bum- in test fixture) through the 
plurality of electrodes (16) [see col. 1, lines 13-17 and col. 3, lines 37-39] and dividing the wafer 
(30) into the plurality of semiconductor devices [see col.5, lines 43-44]. 

Regarding claims 45, Wood et al disclose dividing the wafer after testing [see col. 5, lines 

43-44]. 
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Regarding claims 46 and 48, Wood et al disclose mounting the wafer (30) on a circuit 
board (main plate portion 21') with an elastic sheet or film (substrate 63) [see col. 5, lines 7-28 
and col 6, lines 45-51 interposed there between [see Fig. 4] including electrically connecting 
wiring circuit (not number in the Figure but known as circuit traces) [see col. 6, lines 52-57] on 
the circuit board (2") to the electrodes on the wafer (30) through conductive elastic portions or 
bump electrodes in the elastic sheet or film (63) [see also col. 5, lines 15-19]. 

Regarding claims 47 and 49, Wood et al disclose [see Figs. 1 A-2B] disposing over the 
second surface [top surface using Figs. 1 A-2B] of the wafer (30) a holding plate (support plate 
12 in Fig. 2B) having a through hole (dowel receiving cavities 28) and pressing the wafer (30) on 
the circuit board (21) with the holding plate (12). 

Regarding claim 50, Wood et al disclose inherently forming a plurality of solder balls as 
the electrodes (17) [see col. 3, lines 57-60]. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Gross (5206181), Devereaux et al (5279975), Tsujide et al (5532610), Tuckerman et 
al (5541524), Mignardi et al (5597767), Seki (5986282) and Pierce (6440771) disclose a method 
and apparatus for testing wafers. 

7. The applicant argues: "The Examiner's §112, first paragraph, rejection is respectfully 
traversed... What the Examiner fails to note, as disclosed in Figures 17, and in detail in Figure 

1 8, and discussed on page 24, lines 1 7-3 1 . . . Thus, when the application is considered as a whole, 
it is clear that the Umitations. . . are, in fact, disclosed in a manner so as to reasonably convey to 
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one skilled in the relevant art that the inventor(s), at the time the appHcation was filed, had 
possession of the claimed invention. . 

The examiner will like to thank the appUcant for providing additional information 
regarding the use of the limitation "back surface of the wafer " However, reviewing the cited 
portions by the applicant, the examiner still finds as not persuasive. In reviewing page 24, lines 
17-3 1 and Figs. 17-18, it seems impossible for the back surface of the wafer to be exposed to air 
as claimed. On page 24, lines 21-23, it states: ''The pressure from the holding plate 309 is 
distributed evenly and correctly to the wafer to be measured 401 by the buffer member 313 
provided at the holding plate 309, " The buffer member 313, which is not disclosed in Fig. 13 or 
page 23, lines 25-30, is covering the holding plate 309, which in tum coves the ventilating 
through holes 309, shown in Fig. 13. With the ventilating through holes 309 cover by the buffer, 
it is not possible for the back surface of the wafer exposed to convective air as claimed. Form the 
examiner's view, the only way convective air could be expose to the wafer, base on Figs. 17-18, 
is through film 305, which is connected to the fi'ont surface of the wafer. Furthermore, page 23, 
lines 25-27, it states: "A plurality of ventilating through holes 309b are formed at the holding 
plate 309. This makes it possible to exposed the wafer to be measured 401 to the air circulates 
through convection. . Base on the above statement, the specification does not disclose that it 
refers to the front or back of the wafer. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jermele M. HoUington whose telephone number is (571) 272- 
1960. The examiner can normally be reached on M-F (9:00-4:30 EST) First Friday Off 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kamand Cuneo can be reached on (517) 272-1957. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published apphcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toU-free). 
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